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Claims 22-25, 28, 29, 41-44, 46-50, 53, 54, 66-69, and 71-97 are pending in this 
application. These claims which stand finally rejected are the subject of this appeal. A copy of 
these claims under appeal are appended hereto (see Appendix A). 



A final Office Action rejecting Applicants' claims was mailed on March 25, 2004. No 
amendment to the final Office Action has been presented. 



1. The Problem Solved by the Invention 

The invention significantly improves upon traditional methods and systems of data 
management and access and includes, inter alia, novel directory assistance services and systems. 
For example, in one aspect of the invention, a directory assistance service is provided which 
manages data sources, such as private directories, on a directory assistance system for users. 
Users can directly create such private directories and the like on the directory assistance system, 
such as by using the Internet to access graphical user interfaces (GUIs) provided by the directory 
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assistance provider. Alternatively, the user can have the directory assistance provider create 
such private directories for him, such as by calling a human directory assistance operator and 
asking the operator to create them. A private directory may contain contact information for an 
individual or a group, and may include information known to the user which is imlisted or not 
contained in the cormnercial databases used by directory assistance providers. 

Users may choose to create different private directories containing different types of 
information. For example, an individual may establish a first private directory to contain the 
individual's personal contact information (e.g., friends' and relatives' contact information), and a 
second private directory to contain the individual's business contact information (e.g., 
coworkers' and business associates' contact information). A corporation may also take 
advantage of the invention by establishing a private directory to contain employees' contact 
information. 

Li addition to the creation of private directories, however, an aspect of the invention 
allows different levels of access to a private directory to be assigned to different users, hi the 
preferred embodiment, for instance, a read-only user of a private directory has only the right to 
read the information in the directory; an administrator of a private directory has the right to read 
and edit the information in the directory, the right to provision new read-only users and the right 
to remove access privileges from previously provisioned read-only users; an owner of a private 
directory, normally the creator thereof, has the right to delete the directory, to provision and 
remove administrators of the directory, and all the rights of an administrator. Page 6, lines 19- 
27. Thus, in the example above of the individual who created two private directories, that 
individual may assign his spouse the rights of an administrator for his personal contact private 
directory, but only "read only" rights to his business private directory. Where a corporation is 
the owner of private directories, different employees can be given different access rights to these 
private directories. See page 5, line 17 et seg. of the specification. 

The invention contemplates various ways by which users can access and modify these 
private directories, such as directly over the Internet using GUIs provided by the directory 
assistance provider. However, in one aspect of the invention pertinent to the claims on appeal, a 
user can access private directories by calling an agent, such as a directory assistance operator, 
who will act as a surrogate for the user. In this capacity, the agent inherits only the access rights 
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to private directories that the calHng user has. For example, if the caUing user cannot access a 
particular private directory, then neither can the agent. If the calling user has read-only rights to 
another private directory, those are the only rights the agent has. This is preferable to operations 
in which human agents always have full access rights, and are relied on to disclose to individual 
callers only the information the callers have the right to access, since such operations are 
susceptible to human error on the part of the agent. See page 6, line 28 et seq.\ page 12, line 26 
et seq. of the specification. 

2. Brief Overview of Appellant's Claims 

Claims 22-25, 28, 29, 41-44, 46-50, 53-54, 66-69, and 71-97 are drawn to a system and 
method for maintaining data sources, e.g., private directories, through a directory assistance 
provider. When a user calls the directory assistance provider, the private directories associated 
with the user may be identified to the directory assistance provider based on the telephone 
number of the communication apparatus from which the user's call originates (in the preferred 
embodiment, based on the caller's MIN). The directory assistance provider may receive a 
request fi-om the user to take an action concerning a selected data source on behalf of the user. 
The user is allocated one of a plurality of levels of access to the selected data source. The levels 
of access are associated with different sets of allowed actions conceming the selected data 
source, respectively. An agent is accorded a level of access to the selected data source as a 
function of the level of access allocated to the user. The agent is allowed to take the requested 
action on behalf of the user when the action is within the set of actions associated with the level 
of access accorded to the agent. 



VL ISSUES PRESENTED FOR REVIEW 

1 . Whether claims 22-25, 28, 41-44, 46-50, 53, 66-69, and 71-97 are unpatentable 
under 35 U.S.C. 103(a) as being obvious over U.S. Patent Application Publication No. 
2002/0085702 by Cox et al., published July 4, 2002 (hereinafter "Cox"), in view of U.S. Patent 
No. 5,204,894 issued April 20, 1993 to Darden (hereinafter "Darden"), and fiirther in view of 
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U.S. Patent Application Publication No. 2002/0078004 by Ambrosini et al., published June 20, 
2002 (hereinafter "Ambrosini"), an Examiner example, U.S. Patent No. 6,081,898 issued June 
27, 2000 to Miller et al. (hereinafter "Miller"), and U.S. Patent No. 5,574,776 issued November 
12, 1996 to Leuca et al. (hereinafter "Leuca"). 

2. Whether claims 29 and 54 are unpatentable under 35 U.S.C. 103(a) as being 
obvious over Cox, in view of Darden, Miller, Leuca, and further in view of U.S. Patent No. 
6,404,884 issued June 1 1, 2002 to Marwell et al (hereinafter "Marwell"). 

VII. GROUPING OF CLAIMS 

It is respectfiiUy submitted that system claims 22-25, 28, 29 and 72-77, and method 
claims 47-50, 53, 54 and 83-88 corresponding thereto are individually patentable over the cited 
references; and system claims 41-44, 46, 78-82, 94 and 95, and method claims 66-69, 71, 89-93, 
96 and 97 corresponding thereto are individually patentable over the cited references. All claims 
are to be considered separately for purposes of this appeal. 

VIIL ARGUMENTS 

1. Summary of Arguments 

The Examiner rejected claims 22-25, 28, 41-44, 46-50, 53, 66-69, and 71-97 under 35 
U.S.C. 103(a) by combining six references comprised of three patents, two published patent 
applications and an Examiner example. These rejections are improper for at least three 
fundamental reasons: 

1) Ambrosini is used by the Examiner as a 35 U.S.C. 103 prior art reference, even though 
the reference is not prior art to the instant application; 

2) Assuming arguendo that the Examiner's reliance on Ambrosini is proper, there would 
have been no motivation to combine these references, and the Examiner has not offered 
any evidence of a motivation to combine. Indeed, if anything, the references teach away 
from the Examiner's combination; and 

3) The combination of all six references still does not produce the claimed invention. 
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The Examiner's rejection of claims 29 and 54 is moot, as the Examiner's rejection is 
based on a previous incarnation of those claims. 

2. The Examiner's Reliance on Ambrosini is Improper 

(a) The Examiner Has Improperly Relied on Ambrosini as Prior Art 

Ambrosini is a published U.S. Patent Application which was filed on December 18, 2000. 
The filing date of the present application is November 12, 1999. Therefore, Ambrosini is not 
prior art under 35 U.S.C. 102 or 103. ^ 

Implicitly acknowledging this, the Examiner cites Gould v. Quigg, 3 U.S.P.Q.2d 1302 

(Fed. Cir. 1987) for the proposition that "[m]aterial that is not technically prior art can be relied 

upon as evidence of the skill level in the art as of about the date of invention, e.g., a later dated 

publication." Page 4 of the Final Office Action (see Appendix B). The Examiner, however, is 

not relying on Ambrosini as evidence of the level of skill in the art: he is relying on it as 

evidence of what is in the prior art. Addressing the limitations of base claims 22, 41, 47 and 66 

that "levels of access [are] associated with respective sets of allowed actions" relating to a data 

source, the Examiner states: 

Furthermore, as taught by Ambrosini et al. it is old and well known to allocate 
various levels of access to directory services such as directory assistance . . . 

Id, The level of skill in the art relates to questions such as what those of ordinary skill in the art 
would be capable of implementing when presented with a given problem, what their general 
educational level was, etc. In the Gould case, for example, the issue was whether a specification 
provided an enabling disclosure, and the non-prior art document was used "as evidence of the 
level of ordinary skill in the art at the time of the application and as evidence that the disclosed 
device would have been operative." Gould at 1305. This is very different than using a reference 
as prior art, such as when a reference is relied on (as Ambrosini is relied on by the Examiner) as 
a 35 U.S.C. 103 reference which allegedly teaches a claim limitation. Because the Examiner is 
using Ambrosini as a Section 103 prior art reference, his reliance on Ambrosini is improper under 
35 U.S.C. 102 and 103. 
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(b) Ambrosini is not Reliable Evidence of the Level of Ordinary Skill in the Art 

Even if the Examiner were to change the nature of his reliance on those portions of 
Ambrosini he considers relevant, such that he uses them only as evidence of the level of ordinary 
skill in the art and not as prior art, the reference simply has no indicia of reliability as to what the 
level of ordinary skill in the art was. Therefore, it is not appropriate to use Ambrosini as 
evidence of the level or ordinary skill in the art. 

The Examiner relies on a brief discussion of a Bellcore F20 Specification (hereinafter 
"the Bellcore Specification") in paragraph 39 of Ambrosini to reject the claimed invention. 
While Ambrosini says that the date of the Bellcore Specification is September 1998, it may not 
have been a "printed publication" in accordance with Section 102 as of that date, meaning it is 
possible that even the Bellcore Specification is not prior art. If the Bellcore Specification is not 
prior art, Ambrosini 's description of it cannot possibly be reliable evidence of what the ordinary 
level of skill in the art was prior to the invention of the appealed claims. That is, it is 
inconceivable that a non-prior art reference's description of another, unavailable non-prior art 
reference can be reliable evidence of the level of skill those of ordinary skill had prior to the 
claimed invention. Applicants therefore asked the Examiner, in applicants' Fifth Amendment, to 
provide a copy of the Bellcore Specification. See Appendix C. The Examiner has not yet 
responded to this request, even though it is the Examiner's burden to provide the reference. 
"'[P]ubHc accessibihty' has been called the touchstone in determining whether a reference 
constitutes a 'printed publication' .... The proponent [here the Examiner] of the [Section 102] 
publication bar must show that prior to the critical date the reference was sufficiently accessible^ 
at least to the public interested in the art." In re Hall, 228 U.S.P.Q. 453, 455 (Fed. Cir. 1986) 
(citations omitted). 

Ambrosini's description of the Bellcore Specification is analogous to an abstract of a 
foreign language reference document. "To determine whether the abstract [of the Bellcore 
Specification] and the underlying document [i.e., the Bellcore Specification] are prior art, a copy 
of the underlying document must be obtained and analyzed." MPEP 706.02 II (emphasis added). 
In addition, the "abstract" of the Bellcore Specification is written by Ambrosini, not by the 
author of the Bellcore Specification, and is therefore susceptible to error, as the Board of Patent 
Appeals and Interferences has itself observed: "[a]bstracts often are not written by the author of 
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the underlying document and may be erroneous." Ex Parte Jones, 62 U.S.P.Q.2d 1206, 1208 
(Bd. Pat. App. & Inter. 2001)(unpublished). "Accordingly, the preferred practice is for the 
examiner to cite and rely on the underlying document." Id, Finally, without the full text 
document, applicants are denied an opportunity to determine whether the Bellcore Specification 
"include[s] teachings away from the invention that will preclude an obviousness rejection under 
35 U.S.C. 103, when the abstract alone appears to support the rejection." MPEP 706.02 II. 

For all of the above reasons, it is respectfully requested that the Ambrosini publication be 
removed as a reference against the claimed invention, and the obviousness rejection in question 
be withdrawn. 

3. The Examiner Has Failed To Establish A Prima Facie Case Of Obviousness 
With Respect To Claims 22-25, 28, 41-44, 46-50, 53, 66-69, and 71-97 

Even assuming, arguendo, that the application of Ambrosini against the claimed 
invention is appropriate, the Examiner has still failed to establish a prima facie case of 
obviousness based on a combination of Ambrosini and five other references, namely. Cox, 
Darden, Miller, Leuca and an example posited by the Examiner. Not only has the Examiner not 
provided a motivation to combine these six disparate references, combining all six still does not 
produce the invention of the appealed claims. 

(a) The Examiner's Combination of Cox and Darden is Improper 

The first two references the Examiner combines are Cox and Darden. Cox is directed to 
a directory assistance system through which a customer may complete a call to a desired 
destination party. Restrictions on a customer's authority to complete certain calls, e.g., long 
distance calls, through a directory assistance system may be imposed. A customer's identity is 
established using data concerning the calling telephone number and the location from which the 
customer's call originates, which is received along with the customer's call. Based upon the 
customer's identity and stored information concerning restrictions on the customer's calling 
authority, the customer's authorization for connecting to a desired destination party can be 
verified. See paragraph 15 of Cox. 
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»■ 

Darden discloses a communications system for a subscriber to create and access his/her 
own personal electronic directory (PED) via telephone. The PED advantageously replaces a 
personal directory in written book form usually carried by a person. In accordance with the 
disclosed technique, a subscriber records, on the communications system, listings in a PED in 
his/her own voice for subsequent reference thereto. It allows the subscriber not only to store and 
retrieve, but also change or erase the listings by speaking into the telephone. In order to access 
the PED, the subscriber needs to dial a designated telephone number and provide the system with 
a password. Once the password is verified, the subscriber may be prompted to provide a listed 
name for which the telephone number is desired. The desired telephone number may then be 
automatically dialed by the system for the subscriber. See col. 4, line 64 et seq. of Darden. 

The Examiner has not identified any evidence of a motivation to combine these 

references. Although an examiner may formulate an obviousness rejection of a claimed 

invention based on a combination of prior art references, the examiner is required to provide 

clear and particular evidence of a suggestion, teaching or motivation to combine such references: 

evidence of a suggestion, teaching, or motivation to combine 
may flow fi-om the prior art references themselves, the knowledge 
of one of ordinary skill in the art, or , in some cases from the 
nature of the problem to be solved, although "the suggestion more 
often comes fi-om the teachings of the pertinent references." The 
range of sources available, however, does not diminish the requirement 
for actual evidence. That is, the showing must be clear and particular. 
Broad conclusorv statements regarding the teaching of multiple 
references, standing alone, are not "evidence." 

In reDembiczak, 175 F.3d 994, 999 (Fed. Cir. 1999) (emphasis added, citations omitted). 

Moreover, if anything, the references themselves teach away from the combination 
postulated by the Examiner. In the final Office Action, the Examiner stated that although Cox 
"does teach a caller/subscriber being able to provision certain preferences," it does not explicitly 
teach the "editing and deletion of a directory or directory information." Darden is then rehed on 
for this teaching. Appendix B, page 3. What the Examiner does not seem to appreciate, 
however, is that in Cox the directory or directory information used for directory assistance is a 
standard, public commercial directory, e.g., white pages, and the editing and deletion of entries 
in a public directory is typically performed by one or more telephone companies. Those skilled 



8 



APPELLANTS BRIEF ON APPEAL 
N. Elsey et al. 
Serial No. 09/441,656 
Filed:November 12, 1999 

in the art would immediately appreciate that individual callers/subscribers are prohibited from 
tampering with such standard, public directories. Thus, if anything, Cox actually teaches away 
from a combination with Darden's personal electronic directory. 

Ignoring both his obligation to cite specific evidence of motivation to combine and the 
fact that the references actually teach away from such a combination, the Examiner relies only on 
conjecture and speculation as to why the references should be combined, stating that "including 
such flexibility," i.e., "the creation, editing, deletion, and general manipulation of one's personal 
directory," "in the system of Cox et al. would be obvious to one skilled in the art inasmuch as 
Cox et al. already teach being able to access different types of directories and databases." Id. 
The Examiner also states that "the trend of teleconmiunications has always been and continues to 
be one which gives the personal user/caller/subscriber more flexibility with their own services, to 
give them more control." Id. at 4. The Examiner further stated that "[ijncluding a personal, 
editable directory would simply be extending the [system] of Cox et al. to access just another 
type of directory and giving the caller/subscriber more authority," "because Cox et al. already 
teach making certain features of the system programmable/customizable to a specific 
caller/subscriber." Id. at 3-4, 

In effect, the Examiner's logic is that because it is always the goal to offer users new 
capabilities ("the trend of telecommunications has always been and continues to be one which 
gives the personal user/caller/subscriber more flexibility with their own services, to give them 
more control"), and because the claimed invention does offer the user new capabilities 
("[ijncluding a personal, editable directory would simply be extending the [system] of Cox et al. 
to access just another type of directory and giving the caller/subscriber more authority"), the 
claimed invention is obvious. If this logic were correct, every invention would be obvious, since 
it is always the "trend" to make improvements in every field of art. In any event, the Examiner's 
use of broad conclusory statements to support his attempted hindsight reconstruction of the 
invention is precisely what the Federal Circuit tried to prevent with its mandate for "rigorous 
application of the requirement for a showing of the teaching or motivation to combine prior art 
references." In re Dembiczak, 175 F.3d at 999. 
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(b) The Examiner's Further Combination of Ambrosini to Fill the Admitted 
Gaps in the Cox/Darden Combination was Also Improper 

The Examiner admits that the combination of Cox and Darden does not produce the 
invention of the claims on appeal. In order to address the limitations in base claims 22, 41, 47 
and 66 that "levels of access [are] associated with respective sets of allowed actions" relating to a 
data source, which is lacking from both Cox and Darden, the Examiner relies on Ambrosini's 
representation that the Bellcore Specification defines the different ways a person can have his 
number listed in a telephone directory ("Emergency non-published," "Privacy," "Nonlisted," 
"Non-published," and "Normal.") The Examiner concludes from this that "it is old and well 
knovra to allocate various levels of user access to information in directory assistance," and that 
"[t]here must be some data source where users can be identified as having those different levels 
of access." Appendix B, page 4 (emphasis added). 

The holes in this analysis are legion. In the first instance, Ambrosini says only that the 
Bellcore specification discloses the way telephone numbers can be listed in public telephone 
directories used for directory assistance. This not only doesn't suggest that "users can be 
identified as having [] different levels of access," it affirmatively suggest that users cannot be so 
identified. For example, we all know that once we designate our telephone number as "unlisted," 
it is "unlisted" for all the users in the world. The capability did not exist to say a telephone 
number is unlisted for some designated people but not unlisted for other designated people, and 
nothing in Ambrosini suggests that such a capability did exist. Therefore, it is simply not true, as 
the Examiner speculated, that "[tjhere must be some data source where users can be identified as 
having those different levels of access." 

Moreover, the Examiner again provides no evidence as to the motivation to fiirther 
combine Ambrosini. More specifically, he provides no explanation as to what the motivation 
would be to combine Ambrosini, which describes security levels applicable to individual listings 
in a public database, with Darden, where listings are entered by a user for his/her own personal 
consumption and where security levels such as "Emergency non-published," "Privacy," 
"Nonlisted," "Non-published" and "Normal" would make no sense. 
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(c) The Examiner's Final Combination of an Examiner Example, Miller and 
Leuca is Improper and Still Does Not Produce the Claimed Invention 

Even assuming arguendo that it is proper to combine Cox, Darden, and Ambrosini, and 
further assuming arguendo that these references teach what the Examiner says they teach (both 
propositions having been demonstrated to be false above), the Examiner admits that the 
combination of these three references still does not produce the claimed invention . The 
Examiner confirmed this both in his Final Office Action, where he states that "Cox et al. and 
Darden also do not teach the use of an intermediate agent that acts on behalf of the initiator, 
wherein that agent is accorded the level of access the initiator has," and in an interview dated 
December 22, 2003, which the Examiner summarized as follows: 

[The parties djiscussed the difference between the prior art 
and claimed invention as being the existence of an intermediary 
fimction acting between a directory assistance initiator and the 
actual directory assistance system. Examiner suggested drawing 
the claims to highlight this aspect of the claimed invention, 
wherein the intermediary function assumes the same access level as 
an initiator automatically or some level as fimction thereof Such a 
limitation, if one could be developed, would overcome the prior art 
references presented thusfar. 

Appendix D, page 3. 

The applicants complied with the Examiner's suggestion, and amended base claims 22, 
41, 47 and 66 to fiirther incorporate the "intermediary" aspect of the invention. See Appendix C. 
For example, applicants amended claim 22 to recite that the initiator's request for taking an 
action "on behalf of the initiator" concerning a selected data source associated with the initiator 
is communicated to "an agent for taking the action on behalf of the initiator." Claim 22 was 
fixrther amended to specify that "the agent [is] accorded a level of access to the selected data 
source" which is "a fimction of the initiator's level of access, and that "the agent is allowed to 
take the action on behalf of the initiator when the action is within the set of actions associated 
with the level of access accorded to the agent." Claims 41, 47, and 66 were amended in a similar 
manner. 

The Examiner attempts to fill this substantial gap in the Cox/Darden/Ambrosini 
combination by relying three new references: one examiner example and the Miller and Leuca 
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patents. None of them, however, either alone or in combination, teach or suggest an agent being 
accorded a level of access to a data source as a function of the initiator's level of access. 
The following is the example relied on by the Examiner: 

A secretary [at the USPTO] who handles the incoming 
telephone calls is used basically to screen calls and could decide to 
connect a person to the Director without giving that person the 
actual/direct telephone nxmiber of the Director.... 

However, such is at the least obvious in many directory 
assistance systems as can be seen in the above discussion regarding 
an example of what happens [sic] what one calls a business 
employee such as the Director of the USPTO. hi this example, the 
secretary would be analogous to the claimed agent taking the 
action on behalf of the initiator. Of course, if an outside caller is 
an initiator, the secretary, as discussed above will connect the call, 
but not give out a direct number. If, however, the Director himself 
called, asking for the telephone number of a USPTO employee, 
this secretary would be able to relay that number to him. As an 
employee, the Director would have more access to the employee 
directory than an outside caller.^ 

Appendix B, pages 4-5. The Examiner has thus taken official notice of a method (without 
substantiating it with references or other evidence), and then relied on that method as a reference 
in a Section 103 combination. Not only should use of official notice be "rare" in final office 
actions, "[i]t is never appropriate to rely solely on 'common knowledge' in the art without 
evidentiary support in the record, as the principal evidence upon which a rejection was based." 
"[A]n assessment of basic knowledge and common sense that is not based on any evidence in the 
record lacks substantial evidence support." MPEP 2144.03. The Examiner's use of this official 
notice was thus improper. If the example is based on the Examiner's personal knowledge that 
this method was performed in the prior art, the Examiner needs to provide an affidavit to that 
effect on the record. 

Even assuming arguendo that the Examiner's example is in the prior art, it still has no 
applicability to the claims on appeal. According to the example, a secretary of the USPTO, who 
himself has access to the entire USPTO internal directory, will give out employee telephone 



' The Examiner relied on a similar example to overcome Cox and Darden's failure "to teach connecting an initiator 
to the selected data element even if disclosure is prohibited." Appendix B, page 4. The Examiner did not realize, 
however, that this "connecting" limitation is no longer in any of the pending claims. 
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numbers to callers who are also USPTO employees but will not give out such numbers to other 
callers. This example completely fails to teach or suggest, among other things, an agent "being 
accorded a level of access" to a data source "as a function" of the initiator's level of access, as 
required by claims 22, 41, 47, and 66. The secretary in the Examiner's example always has the 
same level of access to the telephone numbers in the USPTO directory, whether the caller is an 
employee of the USPTO or not. The method of the Examiner's example relies on the fact that 
the secretary will always assiduously follow USPTO policy regarding who is entitled to have 
employee telephone numbers and who is not, a method which is fraught with the possibility of 
human error, especially as the different levels of access, different sets of allowed actions, 
different classes of users and different types of data increase. 

The Examiner cites two additional references. Miller and Leuca, which allegedly teach or 
suggest the "intermediate agent" aspect of the invention. Miller discloses a technique for 
resolving security issues created by treating both files and directory service entries as objects in 
an operating system. Directory services entries are stored in the name space of the file system 
and provide the name service for the file system, hi accordance with the Miller technique, 
protection of directory service entries is realized by prohibiting a client (e.g., a computer or 
software application) from accessing the directory service entries directly. Rather, a remote 
agent, called via a remote procedure call, receives all requests from clients which, in turn, 
accesses directory service entries for the clients. Access control lists (ACLs) are used to control 
which clients can access a directory service entry and for what purpose. See col. 7, line 1 et seq. 
of Miller. 

However, nowhere does Miller teach or suggest that the initiator is "allocated one of a 
plurality of levels of access to the selected data source," which is "associated with the initiator," 
as recited in claim 22. By contrast, there are no data sources in Miller which are specifically 
associated with any initiator, and no initiators have specific levels of access with respect to 
specific data sources. In addition. Miller fails to teach or suggest an agent "being accorded a 
level of access to the data source" as a function of the initiator's level of access, as also recited in 
claim 22. In fact, the agent in Miller, which is a call routine, is analogous to a secretary 
screening a call in the Examiner's example. The agent in Miller always has full access to 
directory service entries, and follows the ACLs to service calling clients. Other base claims 41, 
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47 and 66 include similar limitations to claim 22 discussed above. Indeed, the Examiner seems 
to admit these key features are missing from Miller when he concludes that "differing levels of 
access to directory systems is known and would be applied here as well." Appendix B, page 6. 

Leuca discloses a service for providing access for hearing-impaired users to a 
telecommunications network. Specifically, a user of a text telephone device (TDD) initiates a 
telephone call, and is connected to a relay service, where a service attendant performs a 
translation function, i.e., translating speech into text for delivery to the user's TDD and 
translating text from the user's TDD into speech for delivery to the destination party. See col. 3, 
line 10 etseq, of Leuca. 

However, Leuca also fails to teach or suggest, among other things, an "agent being 
accorded a level of access" to a data source "as a function" of the initiator's level of access, as 
recited in base claims 22, 41, 47, and 66. Again, the Examiner appears to concede this, asserting 
that "of course, as already discussed above, security and differing levels of access would also be 
obvious if not inherent in this situation as well." Appendix B, page 6. In fact, Leuca at best 
discloses a relay service for a TDD user so that such a user would "have the same level of access 
to a telecommunications network as a nonTDD user." Col. 1, line 35 et seq. of Leuca. Thus, 
Leuca addresses a problem relating to ease of access by a TDD user to a telecommunications 
network relative to a nonTDD user. It is immediately apparent that the "ease of access" 
addressed by Leuca is a completely different concept than the "access rights" to which the 
present invention is directed. 

Because the Examiner's combination of Cox, Darden, Ambrosini, the Examiner's 
example, Miller and Leuca is improper, and because, even as combined, this combination does 
not teach the invention of the appealed claims, the Examiner's rejections should be reversed. 

4. The Examiner's Rejection Of Claims 29 and 54 Is Moot 

The Examiner rejected claims 29 and 54 under 35 U.S.C. 103(a) as being unpatentable 
over Cox in view of Darden, Miller, Leuca and further in view of Marwell. According to the 
Examiner, "Marwell et al. teach accessing and manipulating a personal contact list, which is 
analogous to the above-discussed personal directory, via the web." The Examiner failed to 



14 



APPELLANTS BRIEF ON APPEAL 
N, Elsey et al. 
Serial No. 09/441,656 
Filed:November 12, 1999 



realize, however, that appHcants had amended claims 29 and 54, and these claims are no longer 
directed to an "initiator establishing an internet connection." The Examiner's rejection of these 
claims is therefore moot.^ 



IX. SUMMARY 

Because the Examiner erroneously applied Ambrosini against the claimed invention and 
improperly combined Cox, Darden, Ambrosini, the Examiner's example. Miller and Leuca in an 
attempt to reconstruct the invention using hindsight, and because this combination still does not 
yield the claimed invention represented by claims 22-25, 28, 41-44, 46-50, 53, 66-69, and 71-97, 
applicants respectfully request that the Examiner's rejection of these claims be reversed. In 
addition, because the basis for the Examiner's rejection of claims 29 and 54 has already been 
rendered moot, applicants respectfully request that the rejection of these claims be reversed as 
well. 



Respectfully submitted, 

Nicholas J. Elsey 
Michael A. Kepler 
Michael Essex 
John S. Stafford 




Alex L. Yip 
Attorney for Applicants 
PTO Registration 34,759 
(212) 836-7363 



Date: August 24. 2004 

Kaye Scholer LLP 

425 Park Avenue 

New York, NY 10022-3598 



Applicants do not concede that the Examiner's characterization of Marwell is accurate or that Marwell is in fact 
prior art. 
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22. A system for maintaining data sources through a directory assistance provider 
comprising: 

an interface for receiving signals in establishing a communication connection with 
the directory assistance provider, the communication connection being initiated by an 
initiator using a communications apparatus, one or more data sources which are 
associated with the initiator being identified to the directory assistance provider based on 
an identifier in the received signals which identifies the communications apparatus; 

a receiver for receiving from the initiator a request for taking an action concerning 
a selected one of the data sources on behalf of the initiator, the initiator being allocated 
one of a plurality of levels of access to the selected data source, the plurality of levels of 
access being associated with respective sets of allowed actions concerning the selected 
data source, the request being communicated to an agent for taking the action on behalf 
of the initiator, the agent being accorded a level of access to the selected data source, the 
level of access accorded to the agent being a function of the level of access allocated to 
the initiator; and 

a processor for determining that the agent is allowed to take the action on behalf 
of the initiator when the action is within the set of actions associated with the level of 
access accorded to the agent. 

23. The system of claim 22 wherein the selected data source includes information 
conceming an individual. 

24. The system of claim 22 wherein the selected data source includes information 
conceming a group, 

25. The system of claim 22 wherein the selected data source includes contact 
information. 
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28. The system of claim 22 wherein the communication connection includes a 
telephone connection. 

29. The system of claim 28 wherein the identifier includes a telephone number. 

41 . A system for use by a provider of a communications service comprising: 
at least one data source associated with a user, the data source being searchable 

for contact information concerning a desired party based on which the provider 
establishes a communication connection to the desired party for the user, the user being 
allocated one of a plurality of levels of access to the data source, the plurality of levels of 
access being associated with respective sets of allowed actions concerning the data 
source; 

an interface for receiving a call by the user to the provider, the call including a 
request for taking an action conceming the data source on behalf of the user, based on at 
least an identifier associated with the call the data source being identified to an agent for 
taking the action on behalf of the user, the agent being accorded a level of access to the 
data source, the level of access accorded to the agent being a function of the level of 
access allocated to the user; and 

a controller for allowing the agent to take the action on behalf of the user when 
the action is within the set of actions associated with the level of access accorded to the 
agent. 

42. The system of claim 41 wherein the communications service includes a voice 
communications service. 

43. The system of claim 41 wherein the data source includes a directory. 

44. The system of claim 43 wherein the communications service includes a 
directory assistance service. 
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46. The system of claim 41 wherein the communication connection includes a 
telephone connection. 

47. (currently amended) A method for maintaining data sources through a 
directory assistance provider comprising: 

receiving signals in establishing a communication connection with the directory 
assistance provider, the commimication connection being initiated by an initiator using a 
communications apparatus, one or more data sources which are associated with the 
initiator being identified to the directory assistance provider based on an identifier in the 
received signals which identifies the communications apparatus; 

receiving from the initiator a request for taking an action concerning a selected 
one of the data sources on behalf of the initiator, the initiator being allocated one of a 
plurality of levels of access to the selected data source, the plurality of levels of access 
being associated with respective sets of allowed actions conceming the selected data 
source, the request being communicated to an agent for taking the action on behalf of the 
initiator, the agent being accorded a level of access to the selected data source, the level 
of access accorded to the agent being a function of the level of access allocated to the 
initiator; and 

determining that the agent is allowed to take the action on behalf of the initiator 
when the action is within the set of actions associated with the level of access accorded to 
the agent. 

48. The method of claim 47 wherein the selected data source includes 
information conceming an individual. 

49. The method of claim 47 wherein the selected data source includes 
information conceming a group. 

50. The method of claim 47 wherein the selected data source includes contact 
information. 
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53. The method of claim 47 wherein the communication connection includes a 
telephone connection. 

54. The method of claim 47 wherein the identifier includes a telephone number. 

66. A method for use by a provider of a communications service comprising: 
maintaining at least one data source associated with a user, the data source being 

searchable for contact information concerning a desired party based on which the 
provider establishes a communication connection to the desired party for the user, the 
user being allocated one of a plurality of levels of access to the data source, the plurality 
of levels of access being associated with respective sets of allowed actions concerning the 
data source; 

receiving a call by the user to the provider, the call including a request for taking 
an action conceming the data source on behalf of the user, based on at least an identifier 
associated with the call the data source being identified to an agent for taking the action 
on behalf of the user, the agent being accorded a level of access to the data source, the 
level of access accorded to the agent being a fimction of the level of access allocated to 
the user; and 

allowing the agent to take the action on behalf of the user when the action is 
within the set of actions associated with the level of access accorded to the agent. 

67. The method of claim 66 wherein the communications service includes a voice 
communications service. 

68. The method of claim 66 wherein the data source includes a directory. 

69. The method of claim 68 wherein the communications service includes a 
directory assistance service. 

71 . The method of claim 66 wherein the communication connection includes a 
telephone connection. 
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72. The system of claim 22 wherein the action includes revising data elements in 
the data source. 

73. The system of claim 22 wherein the action includes deleting data elements in 
the data source. 

74. The system of claim 22 wherein the action includes adding data elements to 
the data source. 

75. The system of claim 22 wherein the level of access allocated to the initiator 
allows the initiator to only view selected data elements in the data source. 

76. The system of claim 22 wherein the agent includes an operator. 

77. The system of claim 22 wherein the agent includes a voice server. 

78. The system of claim 41 wherein the identifier includes a telephone number 
firom which the call originates. 

79. The system of claim 41 wherein the action includes revising data elements in 
the data source. 

80. The system of claim 41 wherein the action includes deleting data elements in 
the data source. 

81. The system of claim 41 wherein the action includes adding data elements to 
the data source. 

82. The system of claim 41 wherein the level of access allocated to the user 
allows the user to only view selected data elements in the data source. 
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83. The method of claim 47 wherein the action includes revising data elements in 
the data source. 

84. The method of claim 47 wherein the action includes deleting data elements in 
the data source. 

85. The method of claim 47 wherein the action includes adding data elements to 
the data source. 

86. The method of claim 47 wherein the level of access allocated to the initiator 
allows the initiator to only view selected data elements in the data source. 

87. The method of claim 47 wherein the agent includes an operator. 

88. The method of claim 47 wherein the agent includes a voice server. 

89. The method of claim 66 wherein the identifier includes a telephone number 
from which the call originates. 

90. The method of claim 66 wherein the action includes revising data elements in 
the data source. 

91. The method of claim 66 wherein the action includes deleting data elements in 
the data source. 

92. The method of claim 66 wherein the action includes adding data elements to 
the data source. 

93. The method of claim 66 wherein the level of access allocated to the user 
allows the user to only view selected data elements in the data source. 
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94. The system of claim 41 wherein the agent includes an operator. 

95. The system of claim 41 wherein the agent includes a voice server. 

96. The method of claim 66 wherein the agent includes an operator. 

97. The method of claim 66 wherein the agent includes a voice server. 
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DETAILED ACTION 

1 . This action is in response to applicant's amendment filed on 12/29/03. Claims 22 
- 29, 41 - 44, 46 - 50, 53, 54, 66 - 69, 71 - 97 are now pending in the present 
application. This action is made final. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

2. Claims 22 - 25. 28, 41 - 44, 46 - 50, 53,66 - 69, 71 - 75, 78 - 86, and 89 - 93 
are rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent Application 
Publication US 2002/0085702 (Cox et al.) in view of US Pat 5,204,894 (Garden) and 
further in view of US Pat Pub 2002/0078004 (Ambrosini et al.), US 6,081 ,898 (Miller et 
al.) and US 5,574,776 (Leuca et al.) 

As to claims 22, 41, 47, and 66, 6ox et al. teach a method and apparatus for 
providing directory assistance wherein an initiator of the communication connection is 
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associated with various data elements as claimed, those elements being either ANI, 
area of the caller's origination, the caller's identity, etc. and is identified based on that 
data. Of course with data elements such as those noted, it is inherent that there must 
be a data source where such elements can be stored and accessed. Furthermore, 
depending on the type of service the caller desires, whether it be retrieval of a desired 
telephony number or the leaving of a message or the paging of an unreachable 
destination party, the caller's right to access or have that particular service performed is 
first verified. If the caller is verified and has the authority to make the desired call, 
receive/use the desired information, the appropriate actions are taken. (Page 1, 
paragraphs 0004 - 0005 and 0008, Page 2, paragraphs 0012 - 0016, Page 3, 
paragraphs 0036, Page 4, paragraph 0044 - Page 7, paragraph 0072) 

Cox et al. has been discussed above but does not teach explicitly the editing and 
deletion of a directory or directory information, although Cox et al. does teach a 
caller/subscriber being able to provision certain preferences. 

However, Darden teaches a personal electronic directory allowing or the 
creation, editing, deletion, and general manipulation of one's personal directory. 
Including such flexibility in the system of Cox et al. would be obvious to one skilled in 
the art inasmuch as Cox et al. already teach being able to access different types of 
directories and databases. Including a personal, editable directory would simply be 
extending the invention of Cox et al. to access just another type of directory and giving 
the caller/subscriber more authority. Again, because Cox et al. already teach making 
certain features of the system programmable/customizable to a specific 



[ ■■ 

Application/Control Number: 09/441 ,656 Page 4 

Art Unit: 2642 

caller/subscriber, such would be obvious to one skilled in the art. Lastly, the trend of 
telecommunications has always been and continues to be one which gives the personal 
user/caller/subscriber more flexibility with their own services, to give them more control. 
Such reasoning too would make it obvious to combine the teachings of Cox et al. and 
Darden. (Abstract. Col. 2, lines 39 - Col. 3, line 50, Col. 5, line 8 - Col. 10, line 26 of 
Darden) 

Furthermore, as taught by Ambrosini et al. it is old and well known to allocate 
various levels of access to directory sen/ices such as directory assistance wherein the 
different levels of user access to information in directory assistance are defined in the 
Bellcore F20 Specification (BR 754-1 10-103, Issue 8, September 1998, Rev. 1, March 
1991). (P. 4, H 0039 of Ambrosini et al.) Also allocating different levels of access to 
directories can even be seen various computer arts wherein certain file directories or 
folders are given different levels of access. As mentioned above, the data source is 
inherent in such a system and would also be inherent in any system having different 
levels of access. There must be some data source where users can be identified as 
having those different levels of access. Material that is not technically prior art can be 
relied upon as evidence of the skill level in the art as of about the date of invention, e.g., 
a later dated publication, Gould v. Quigg, 3 USPQ2d 1302 (Fed. Cir. 1987). 

Furthermore, Cox et al. and Darden do not teach connecting an initiator to the 
selected data element even if disclosure is prohibited. 

However, such is a very old and common procedure. An example of this would 
arise when calling the Director of the USPTO. A secretary who handles the incoming 



Application/Control Number: 09/441 ,656 Page 5 

Art Unit: 2642 

telephone calls is used basically to screen calls and could decide to connect a person to 
the Director without giving that person the actual/direct telephone number of the 
Director. If one merely calls a corporation and asks for a telephone number of an 
employee, many times, the operator will not give out the telephone number but will 
agree to connect the person. This is done for many reasons. One is simply because, if 
the desired telephone number was given out, there would be no way to screen callers 
since they could call at anytime bypassing the operator or secretary. This is a common 
motivation and would have been an obvious feature to include in the invention of Cox et 
aL by one of ordinary skill in the art. 

Cox et al. and Darden also do not teach the use of an intermediate agent that 
acts on behalf of the initiator, wherein that agent is accorded the level of access the 
initiator has. 

However, such is at the least obvious in many directory assistance systems as 
can be seen in the above discussion regarding an example of what happens what one 
calls a business employee such as the Director of the USPTO. In this example, the 
secretary would be analogous to the claimed agent taking the action on behalf of the 
initiator. Of course, if an outside caller is the initiator, the secretary, as discussed above 
will connect the call, but not give out a direct number. If however, the Director himself 
called, asking for the telephone number of a USPTO employee, the secretary would be 
able to relay that number to him. As an employee, the Director would have more 
access to the employee directory than an outside caller. 
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Another example of an intermediate agent is taught by Miller et al. wherein a 
requesting party must demonstrate knowledge of a shared secret to gain access to 
directory service entries via a remote agent acting on behalf of the requesting party. 
(Col. 6, lines 66 - Col. 7, line 19 of Miller et al.) Of course, as discussed above, 
differing levels of access to directory systems is known and would be applied here as 
well. It would have been obvious for one of ordinary skill in the art at the time the 
invention was made to have implemented such a feature in Cox et al. and Darden 
simply because security is a common motivation as is remote access to information 
services. 

Another example, in a different circumstance, is taught by Leuca et al. In the 
realm of text telephone devices (TDD) and the hearing impaired, intermediate agents is 
an old and well known method of operation. Leuca et al. teaches that for a hearing 
impaired person to access a service such as directory assistance, a relay service, 
wherein the relay service is an unimpaired agent or operator that can act on behalf of 
the hearing impaired initiator. (Col. 1 , lines 15 - 34 of Leuca et al.) Again, of course, as 
already discussed above, security and differing levels of access would also be obvious 
if not inherent in this situation as well. And again, it would have been obvious for one of 
ordinary skill in the art to have employed such functionality in the system of Cox et al. 
and Darden, inasmuch as in one sense, such functionality could be implemented as a 
front-end, merely controlling access, so that a hearing impaired person could access the 
directory assistance system of Cox et al. 
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Moreover, the levels of access will always be a function of the level of access of 
the initiator as discussed above, because the operator will always have ultimate access 
to the entire directory, whereas the initiator, depending on his/her access level will not. 

As to claims 23 - 25 and 48 - 50, Cox et al. teach a directory assistance means 
and method wherein the information sought by the caller is information concerning an 
individual such as a telephone number or address or even groups such as information 
regarding/coming from business directories as opposed to private individuals. 
Moreover, inherent in Cox et al. or any other directory assistance system for that matter 
is reading the selected data element, othenwise there would be no other way to 
ascertain the data and present it to the caller or even simply to retrieve it, the data 
element must be read. And of course as already mentioned accessing a data source 
where those data elements are stored and accessed (See above references to Cox et 
al.) 

As to claims 28, 42 - 44, 46, 53, 67 - 69, and 71 , of course the communications 
service would include a voice communications service as taught by Cox et al. The 
present invention as well as Cox et al. and most any other standard directory assistance 
means and method would have to include a communications service that included 
making a telephone connection. Simply getting access to the directory assistance 
system would entail having to use a voice communications system and having to make 
a telephone connection. Moreover, see Fig. 1 and Data servers 120a for example 
which are analogous to the claimed "database[s] including] a directory." As already 
discussed above, the invention of Cox et al. is a directory assistance system. As also 
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discussed above, Cox at al. teacli verifying the authority of a caller to access certain 
desired information and/or to have hose calls completed by the directory assistance 
system. (See above references to Cox et al.) 

As to claims 76, 77, 87, 88, and 94 - 97, see P. 6, % 0064 of Cox wherein it is 
explicitly taught that either a live operator or voice server may be used. 

3. Claims 29 and 54 rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent Application Publication US 2002/0085702 (Cox et al.) in view of US Pat 
5,204,894 (Darden), US 6,081 ,898 (Miller et al.), US 5,574,776 (Leuca et al.) and 
further in view of US Pat 6,404,884 (Marwell et al.) 

The cited prior art references have been discussed above, but do not discuss the 
initiator establishing an internet connection. However, telephony and the internet are 
well known to now be blended in this and many other types of art. Telephone calls can 
be made via the internet, call centers may be accessed using both a computer/internet 
and a standard POTS telephone. Inasmuch as this is the case, it would have been very 
obvious for one skilled in the art to have allowed access to the claimed present system 
via the internet. Many services operate this way presently as it just is another way of 
accessing the service and nothing more. Moreover, Marwell et al. teach accessing and 
manipulating a personal contact list, which is analogous to the above-discussed 
personal directory, via the web. (Abstract, Figs. 5-13, Col. 5, line 9 - 24 of Marwell et 
al.) 
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Also, the above-mentioned ANI data element is essentially a calling party's 
telephone number. 

Response to Arguments 

4. Applicant's arguments with respect to claims 22 - 29, 41 - 44, 46 - 50, 53, 54, 
66 - 69, 71 - 93 have been considered but are moot in view of the new ground(s) of 
rejection. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hector A. Agdeppa whose telephone number is 703- 
305-1844. The examiner can normally be reached on Mon thm Fri 9:30am - 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ahmad F. Matar can be reached on 703-305-4731 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications Is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



H.A.A. 

March 19,2004 
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IN THE CLAIMS 

Claims 1-21 (cancelled). 

22. (currently amended) A system for maintaining data sources through a directory 
assistance provider comprising: 

an interface for receiving signals in establishing a communication connection with 
the directory assistance provider, the conununication connection being initiated by an 
initiator using a communications apparatus, one or more data sources which are 
associated with the initiator being identified to the directory assistance provider based on 
an identifier in the received signals which identifies the communications apparatus; 

a receiver for receiving from the initiator a request for taking an action concerning 
a selected one of the data sources on behalf of the initiator, the initiator being allocated 
one of a plurality of levels of access to the selected data source, the plurality of levels of 
access being associated with respective sets of allowed actions concerning the selected 
data source, the request being communicated to an agent for taking the action on behalf of 
the initiator, the agent directo r y assistance p rovide r being accorded a level of access to the 
selected data sourc e, the level of access accorded to the agent being as a fimction of the 
level of access allocated to the initiator; and 

a processor for determining that the dircctoiy assistance provider agent is allowed 
to take the action on behalf of the initiator when the action is within the set of actions 
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associated with the level of access accorded to the agent di r ecto r y assistance pr ovid e r 

23. (previously presented) The system of claim 22 wherein the selected data 
source includes information concerning an individual. 

24. (previously presented) The system of claim 22 wherein the selected data 
source includes information concerning a group. 

25. (previously presented) The system of claim 22 wherein the selected data 
source includes contact information. 

Claims 26 and 27 (cancelled). 

28. (previously presented) The system of claim 22 wherein the communication 
connection includes a telephone connection. 

29. (previously presented) The system of claim 28 wherein the identifier includes 
a telephone number. 



Claims 30-40 (cancelled). 



Serial No. 09/441,656 



4L (currently amended) A system for use by a provider of a communications 
service comprising: 

at least one data source associated with a user, the data source being searchable 
for contact information concerning a desired party based on which the provider 
establishes a communication connection to the desired party for the user, the user being 
allocated one of a plurality of levels of access to the data source, the plurality of levels of 
access being associated with respective sets of allowed actions concerning the data 
source[[,]] th e pr ovide r being acco r ded a level of access to the data soui - cc as a function 
of the level of acc e ss allocated to the user ; 

an interface for receiving a call by the user to the provider, the call including a 
request for taking an action concerning the data source on behalf of the user, based on at 
least an identifier associated with the call the data source being identified to the provid e r 
based on an id e ntifier associated with the call an agent for taking the action on behalf of 
the user, the agent being accorded a level of access to the data source, the level of access 
accorded to the agent being a function of the level of access allocated to the user , and 

a controller for allowing the agent p r ovider to take the action on behalf of the user 
when the action is within the set of actions associated with the level of access accorded to 
the agent p r ovide r. 



42. (previously presented) The system of claim 41 wherein the communications 
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service includes a voice communications service. 

43. (previously presented) The system of claim 41 wherein the data source 
includes a directory. 

44. (previously presented) The system of claim 43 wherein the communications 
service includes a directory assistance service. 

Claim 45 (cancelled). 

46. (previously presented) The system of claim 41 wherein the commxmication 
connection includes a telephone connection. 

47. (currently amended) A method for maintaining data sources through a 
directory assistance provider comprising: 

receiving signals in establishing a conmiunication connection with the directory 
assistance provider, the communication connection being initiated by an initiator using a 
communications apparatus, one or more data sources which are associated with the 
initiator being identified to the directory assistance provider based on an identifier in the 
received signals which identifies the communications apparatus; 
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receiving from the initiator a request for taking an action concerning a selected 
one of the data sources on behalf of the initiator , the initiator being allocated one of a 
plurality of levels of access to the selected data source, the plurality of levels of access 
being associated with respective sets of allov^ed actions concerning the selected data 
source, the request being communicated to an agent for taking the action on behalf of the 
initiator, the directory assistance provide r agent being accorded a level of access to the 
selected data sourc e, the level of access accorded to the agent being as a function of the 
level of access allocated to the initiator; and 

determining that the dir e cto r y assistanc e p r ovid er agent is allowed to take the 
action on behalf of the initiator when the action is within the set of actions associated 
with the level of access accorded to the directory assistance p r ovide r agent . 

48. (previously presented) The method of claim 47 wherein the selected data 
source includes information concerning an individual. 

49. (previously presented) The method of claim 47 wherein the selected data 
source includes information concerning a group. 

50. (previously presented) The method of claim 47 wherein the selected data 
source includes contact information. 
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Claims 51 and 52 (cancelled). 

53. (previously presented) The method of claim 47 wherein the communication 
connection includes a telephone connection. 

54. (previously presented) The method of claim 47 wherein the identifier includes 
a telephone number. 

Claims 55-65 (cancelled). 

66. (currently amended) A method for use by a provider of a communications 
service comprising: 

maintaining at least one data source associated with a user, the data source being 
searchable for contact information concerning a desired party based on which the 
provider establishes a communication connection to the desired party for the user, the 
user being allocated one of a plurality of levels of access to the data source, the plurality 
of levels of access being associated with respective sets of allowed actions concerning the 
data source[[,]] the provide r being accorded a level of access to the data source as a 
function of the level of access allocat e d to the user ; 

receiving a call by the user to the provider, the call including a request for taking 
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an action concerning the data source on behalf of the usen based on at least an identifier 
associated with the call the data source being identified to an agent for taking the action 
on behalf of the usen the agent being accorded a level of access to the data source, the 
level of access accorded to the agent being a function of the level of access allocated to 
the user the provid e r based on an identifier associated with the call ; and 

allowing the agent pr ovide r to take the action on behalf of the user when the 
action is within the set of actions associated with the level of access accorded to the agent 
p r ovider . 

67. (previously presented) The method of claim 66 wherein the communications 
service includes a voice communications service. 

68. (previously presented) The method of claim 66 wherein the data source 
includes a directory. 

69. (previously presented) The method of claim 68 wherein the communications 
service includes a directory assistance service. 



Claim 70 (cancelled). 
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71 . (previously presented) The method of claim 66 wherein the communication 
connection includes a telephone connection. 

72. (previously presented) The system of claim 22 v^herein the action includes 
revising data elements in the data source. 

73. (previously presented) The system of claim 22 wherein the action includes 
deleting data elements in the data source. 

74. (previously presented) The system of claim 22 wherein the action includes 
adding data elements to the data source. 

75. (previously presented) The system of claim 22 wherein the level of access 
allocated to the initiator allows the initiator to only view selected data elements in the 
data source. 

76. (currently amended) The system of claim 22 wherein the agent di r ectory 
assistance p r ovid e r includes an operator. 



77. (currently amended) The system of claim 22 wherein the agent di rc cto r y r 
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assistanc e pr ovide r includes a voice server. 

78. (previously presented) The system of claim 41 wherein the identifier includes 
a telephone number from which the call originates. 

79. (previously presented) The system of claim 41 wherein the action includes 
revising data elements in the data source. 

80. (previously presented) The system of claim 41 wherein the action includes 
deleting data elements in the data source. 

81. (previously presented) The system of claim 41 wherein the action includes 
adding data elements to the data source. 

82. (previously presented) The system of claim 41 wherein the level of access 
allocated to the user allows the user to only view selected data elements in the data 
source. 

83. (previously presented) The method of claim 47 wherein the action includes 
revising data elements in the data source. 
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84. (previously presented) The method of claim 47 wherein the action includes 
deleting data elements in the data source. 

85. (previously presented) The method of claim 47 wherein the action includes 
adding data elements to the data source. 

86. (previously presented) The method of claim 47 wherein the level of access 
allocated to the initiator allows the initiator to only view selected data elements in the 
data source. 

87. (currently amended) The method of claim 47 wherein the agent directory 
assistance p r ovide r includes an operator. 

88. (currently amended) The method of claim 47 wherein the agent di r ectory 
assistance p r ovide r includes a voice server. 

89. (previously presented) The method of claim 66 wherein the identifier includes 
a telephone number from which the call originates. 

90. (previously presented) The method of claim 66 wherein the action includes 
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revising data elements in the data source. 

91 . (previously presented) The method of claim 66 wherein the action includes 
deleting data elements in the data source. 

92. (previously presented) The method of claim 66 wherein the action includes 
adding data elements to the data source. 

93. (previously presented) The method of claim 66 wherein the level of access 
allocated to the user allows the user to only view selected data elements in the data 
source. 

94. (new) The system of claim 41 wherein the agent includes an operator. 

95. (new) The system of claim 41 wherein the agent includes a voice server. 

96. (new) The method of claim 66 wherein the agent includes an operator. 

97. (new) The method of claim 66 wherein the agent includes a voice server. 
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REMARKS 

Applicants would like to extend their sincere thanks to the Examiner for 
conducting the telephonic interview on December 22, 2003. 

Pursuant to the interview, applicants have amended independent claims 22, 41 , 
47, and 66 to more clarify the existence of an "intermediary" acting between the initiator 
of a directory assistance call and a directory assistance provider as suggested by the 
Examiner. See Interview Summary. For example, amended claim 22 now recites that 
the initiator's request "for taking an action ... on behalf of the initiator" is conmiunicated 
to "an agent for taking the action on behalf of the initiator," and "the agent is allowed to 
take the action on behalf of the initiator when the action is within the set of actions 
associated with the level of access accorded to the agent," which is "a function of the 
level of access allocated to the initiator." The Examiner agreed that claim 22, as 
amended, and other similarly amended claims would be patentable over the prior art of 
record including Cox, Darden, and Ambrosini. 

However, Ambrosini is not prior art under 35 U.S.C. 102. The filing date of the 
Ambrosini application is December 18, 2000. The applicants' filing date (November 12, 
1999) pre-dates the Ambrosini reference. As such, it is respectfully requested that 
Ambrosini be removed from the record as a prior art reference. 

The Examiner rejected the claimed invention, asserting that Ambrosini discloses 
allocating levels of access as in the claimed invention, which assertion is incorrect in the 
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first place. Specifically, the Examiner's rejection is premised on the Bellcore F20 
Specification (the "Bellcore Specification") discussed in paragraph 39 of Ambrosini. 
Applicants strongly disagree with this basis for rejection on several grounds. First, the 
rejection appears to be based on material found in the Bellcore Specification; however, 
applicants were not provided a copy of the Bellcore Specification, which may not be a 
"printed publication" under 35 U.S.C. 102. Second, the Examiner's rejection is 
premised upon Ambrosini 's interpretation of selected content of the Bellcore 
Specification, which may have been taken out of context, let alone whether Ambrosini's 
interpretation of the selected content is accurate. If the Examiner believes that the 
Bellcore document is valid prior art, it is respectfully requested that a copy of the 
document be provided, without depriving applicants of the opportunity to fully address 
the rejection on the merits. 

Claims 29 and 54 were also rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cox in view of Darden and further in view of Marwell. Applicants do not admit that 
Marwell is prior art. In any event, the claimed invention represented by claims 29 and 54 
is patentable over the cited references by virtue of their dependency fi"om amended claims 
22 and 47, respectively, which are patentable for the reasons set forth above. 

Dependent claims 94-97 have been added, which are drawn to various aspects of 
the claimed invention. 

In view of the foregoing, each of claims 22-25, 28-29, 41-44, 46-50, 53-54, 66-69 
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and 71-93, as amended, and claims 94-97, as added, is believed to be in condition for 
allowance. Accordingly, reconsideration of these claims is requested and allowance of 
the application is earnestly solicited. 

Respectfully, 

By -Z^L 
Alex L. Yip ^ ^ 

Attorney for Applicants 
Reg. No. 34,759 
212-836-7363 

Date: December 23. 2003 
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Interview Summary 



All participants (applicant, applicant's representative, PTO personnel): 

(1 ) Hector A Aadeppa . (3) Alex Yip . 

(2) Jonathan Tvfer . 
Date of Interview: 22 December 2003 . 



(4). 



Type: a)[3 Telephonic b)[J Video Conference 

c)D Personal [copy given to: 1)^ applicant 2)D applicants representative] 

Exhibit shown or demonstration conducted: d)D Yes e)D No. 
If Yes, brief description: . 

Ciaim(s) discussed: 22. 

Identification of prior art discussed: 2002/0078004 (Ambrosini ei aL) . 

Agreement with respect to the claims OD was reached g)^ was not reached h)^ N/A. 

Substance of Interview including description of the genera! nature of what was agreed to if an agreement was 
reached, or any other comments: See Continuation Sheet, 

(A fuller description, if necessary, and a copy of the amenctnents which the examiner agreed would render ti^e claims 
allowable, if available, must be attached Also, where no copy of the amencfrnents that would render the claims 
allowable is available, a summary thereof must be attached) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE. OR THE MAILING DATE OF THIS INTERVIEW SUMMARY 
FORM, WICHEVER IS LATER, TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See 
Summary of Record df Interview requirements on reverse side or on attached sheet 



Examiner Note: You must sign this fonn unless it is an 
Attachment to a signed Office action. 



Examiner's signature, if required 
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Summary of Record of Interview Requirements 

Manual of Patent Examining Procedure (MPEP), SaHion 713.04. SubstancA of Interview Musi be Made of Record 

A complete written statement as to the substance of any face-to-f ace, video conference, or tele phone inten/icw with regard to an appBcafion must lie made of record in the 
application whether ornot an agreement with the examiner was reached at the interview. 

nVe 37 Code of Federal Regulations (CFR) § 1.133 Interviews 

Parsgraf^ (b) 

In every instance where reconsideration is requested in view of an Interview with an examiner, a complete written statement of the reasons presented at the intewicw as 
warranting favorable action must be filed by the applicant An intenricw does not remove the necessity for re piy to Office action as specified in 1.111, 1.135. (35 U.S.C. 132) 

37 CFR §1.2 Business to be transacted in writing. 
Alt business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of Ihe Patent and Trademark Office will be based exdusivcly on the written record in the Office. No attention will be paid to 
any alleged oral promise, slipiiation, or understanding In rclabon to which there is dsagreemcnt or doubt 



The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplele through the failure to record the substance of in lerviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record In the application file, unless 
th B examiner indicates he or she will do so. 1 1 is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
intenrtew by checking the appropriate boxes and filling In the blanks. Discussions regardng only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the fwlanual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference intennew, the copy is mailed to the applicant's conrespondence address 
either with or prior to the next official communication. If additional con^spondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of partidpant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indlcabon whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
r^ol restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the tntenHew Of Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, ttiat the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to indude. all of the applicable items required below concerning the 
substance of the interview, 

A complete and proper recordation of the substance of any interview should indude at least the following applicable items: 

1) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the daims discussed, 

3) an identification of the specific prior art discussed. 

4) an identification of the prindpal proposed amendments of a substantive nature discussed, unless these are already described on tfie 
Interview Summary Form completed by the Examiner, 

5) a brief identification of tfie general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A vertjatim or highly detailed description of the arguments is not 
required. The identification of the arguments is suffideni if the general nature or thrust of the prir^dpal arguments made to Ihe 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels »«re or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the inten^ew unless already described In tiie Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the daims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, Intenriew Record OK' on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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Continuation of Substance of Interview including descripticn of the general nature of what was agreed to if an 
agreement was reached, or any other comments: Discussed the difference between the prior art and claimed invention 
as being the existence of an tntemnedary function acting between a directory assistance initiator and the actual 
drectory assistance system. Examiner suggested drawing the claims to highlight this aspect of the claimed invention^ 
wherein the intermedary function assumes the same access level as an initiator automatically or some level as 
function thereof. Such a limitation, if one could be developed, would overcome the prior art references presented 
thusfar. 
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